Agplicatte* No. M665J74 Docket No,; 2185-0706P 

After Fitmi Office Action ttfMay % 2006 

REMARKS 

Upon entry of the present amendment, claims 17 an d 21-30 will remain pending in the 

i\ ( c 1 ! v. u : i Hi U.!l m v - VK Is 

The instant amendment to the claims does not introduce i cr\ i«:c«s m<. am>.x,n;o 
j t i-' ev h ^ i j k \ n t -i '"f ti 1 ^\ ~> - ^ v. a on ^ ve < 

the amendment sknp!> cancels >rior claims 18-20 and based o I » o ire page 51 i les 21 
" ^ v. 1 / to recite: 

.1 process for producing a catalyst component fo> uddintm polymerization, 

penfttfhwophenal and (e) silica. 

As such, the instant amendment also removes issues outstanding for purposes of appeal 
arid is thus entirely appropriate for entry under the provisions of 37CFR § 1.116. 

Enclosed 37 CFR § 1.132 Declaration 

Enclosed with the instant reply is a 37 CFR § 1,132 declaration of Mr. Kazoo Takaoki, 
e preset- m\-\ i m purpose of Mr. Takaoki '$ declaration is to « ' resent! 
claimed invention is in no way rendered obvious by the cited ar; , . ; „ u - applied in the 
m ta c m scie 1 - tie tmniMom-, cif s> \ ^ HC -It ) and 35 bSO > x E 2{d) H *. 

I xam <k v. v v> v vd ! -on ut M Ud * s > - io * n com., icio.t 

\ v \e ; Lv,o >vib<'o\ v t i n k n v^r v J n iw*. 

invention is both novel and non-obvious over the cited art (Ogane US '1.24 and Ogane DE '188) 
t\\ ^ >v< ^ s _ \ u < ,\ action 



JWB/enm 



Docket No,; 2.18$~0706P 

i fh r I ? wi < {>} a:if> n of May % 2006 
Claim Rejections - 35 (JSC §102 

x " cs ted nonet ne pio s - -v x 1 ^ 

hit vi h ed oy Ogao.e SI - \\ ^ 0 4^ 24 s .a, > <kd v \ k:c < i ; kh tsmns of 35 
USC § 102(a) as being anticipated by Ogane DE *1'88 (DE 101 64 188). Reconsideralion and 
^ V,-n >>! e vM o Jit eu s csp 0\ 1 Kqnoteo' "> stfo or >U ! u ov s 

considerations, 

"A claim is anticipated only if each and every element as set forth in the claim is found, 
>rcss - sherendy described, in a single prior art reference." Verdegaal Bras. v. 
Union Oil Co. of California, SI 4 F.2d 628, 631, 2 USPQ2d 1051, 1053 (Fed. Cir. 1987), "When 
a claim covers several structures or compositions, either generically or as alternatives, the claim 
id deemed an:uv.vtec if any of the structures or compositions within the scope of the claim is 
known in the prior art." Brown v. 3M, 265 F.3d 1349, 1.15.1, 60 USPQ2d 1375, 1376 (Fed, Cir. 
1 in i v i w u a-> us u s. ,s ' k.C IF th*. 

claim:' Mckantson v. Suzuki Motor Co., §68 F.2d 1226, 1236, 9 USPQ2d 1913, 1920 (Fed. Cir. 
1989). The elements must be arranged as required by the claim, hut this is not an ipsissimis 
verbis test, i.e., identity of terminology is not required. In re Bond, 910 F.2d 83 L 15 USPQ2d 
1566 (Fed. Cir, 1990). 
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Application No. 2 0/665,574 Docket No.; 218S-87MP 

After Final Office Action of May % 2006 

< 

To establish a prima facie ease of obviousness, three basic criteria must be met. First, 
there <. _v i i < ' < 1 no v a u<.Cn 1 v o ! the 

knowledge g-nv s vai ne one of Jin y skill h the art to i od t 1 u eferenee o* o 
i v e* e must be a reasonable -> , , s <ih 

* ii t l t ( > t * ^ claim 

b 1 a oos 

' v < > s < « ^vt the claimed combination and the reasonable 
expectation of success must both be found in the prior art, not in applicant's disclosure. /» re 
F&ec&, 947 R2d 488, 20 USPQ2d 1438 (Fed, Cir, 1991). 

"There are three possible sources for a motivation to combine references; the nature of 
the problem to be solved, the teachings of the prior art, and the knowledge of persons of ordinary 
skill in ihe art." In re Rouffet, 149 F.3U 1350, 1357, 47 USPQ2d 1453, 1457-58 (Fed. Cir. 1998) 
, I be i> , ~ . . Mi* every element of the claimed invention, however 

without a motivation to combine, a rejechon based on a prima facie case of obvious was held 
improper,). The level of skill, in the art cannot be relied upon to provide the suggestion to 
combine references. Ai-Si/e Corp. v. FSIIHttlnc, 174 F.3d 1308, 50 USPQ2d 1161 (Fed. Cir, 

In de g the pt iety of the Paten 0 hce ease b I )u s 1 1 c first 

si c<- . v * n v. Lu h ^ k <r ! e 'iv. v ■ v \ i ! s | 

0 efbv.m-,i < relevant art havmg the f v. * ileme 
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v,, ■ • * Docket No.: 2185-0796P 

■itter Hmi Office Action of May % 2996 

proposed substitution, combination, or other modification.." In re L inter, 458 F,2d 1013, 1016, 
173 USPQ 560, 562 (CCPA 1972), 

uss can only b( lablished b> tomb sg o modi! lg the to gs « hi 
prior art to produce the claimed invention where there is some teaching, suggestion, or 
motivation io do s i ! e ha explicitly or implicit!) 1 he efe ~ ~~- themselves i ^ the 
knowledge genovfh ;n ad<thv io one of ordinary skill in the art.. "The test for an implicit 
, <»j . ' . u > * knowledge of one of ordinary skill in the art, and the 

nature of the problem to be solved as a whole would have suggested to those of ordinary- skill in 
the art." In re Kotzab, 217 F.3d 1365, 1 370, 55 USPQ2d 1313,1317 (Fed. Cir. 2000). See also In 
re Lee, 277 F.3d 1338, 1342-44, 61 USPQ2d 143.0, 1433-34 (Fed. Cir. 2002) (discussing the 
importance < . - * oa oh ecme evidence and making specific factual findh;p s ith respect to 
otivation a combine references). In re Fine, 83" F. 2d 107! 5 I SPQ2d 1596 (Fed Cir. 
1988); in re Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). 

^ - l " 

» Novelty « 

v n , , sc* n oi Um < N ' > < . "> ^ >' 

ussa > . v v x *n Sid sm-^ou .n v, j v claim * / 

Imports > to evet triphem bismuth is not disclosed i ehh< the < me US '124 oi 
)I erenc equenfly, it 1 

hstt bMC: vii i pk'eK i' OH. ds h' \ " ) v , i U 

e 3 1 S reference of record. 
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Application Nth W665,574 Docket No.; 2I$S~0/Q6P 

sifter Final Office Action of May 9, 2006 

Av-eoiUi^h, -tether the O^nm I S *124 nor Ogane DE 4 iSS reference of record is 
u M k as i ! its ! o 

The above fact. is not affected by the disclosure o* pc* ^ » 
(SiO->) In the Ogane US '124 or Ogane DE '188 reference, since a!! of the recited elements of 
claim 17 and dependent claims 21-30 i< of which ultimately depend from claim IT) arc not 
present in en v I , i v. -A S 124 or Ogane DE '188 reference. 

The above fact is set forth in the below table for the Examiner's convenience and for 
purposes of clarity. 



TABLE 





Present Invention 


Ogane US 724 & Ogane BE '188 


Compound (a) 


Tripheny! bismuth (BiCCvfCh) 


Do \ol D - C - si )» 


Conn-vine if; 


[V , * i OH) 


Disclose C 6 F«OH 


c 


Silica (SiO>) 


Disc lost S 0; 



A.s such, be<: em e cites ri elerences d< vul vsmch o«J em 
i JV/ jo claim* tl e> < ' e m. quit an> of instantly pending claims 1 7 and 21.-30. 

» Noft-Ohviousness « 

\& indicated bove, enclosed wherewith s a 37 CFR § 32 dt - ion he present 
inventor, Mr, ICazuo Takaoki in Mr. Takaoki's declaration he compares Example 2 of the 
invention with a Comparative Experiment L which is has ' 3 < - 1 24 

Al of Ogane. and reports the results of his comparison in Table A at page 5 of the declaration. 

o JWB/enm 
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Docket No.; 21 8S-Q7Q6P 



' : i v. tss? >\ at\ Vul s >c m v \ 

dot iraii 

'The above Comparative Experiment 1 is summarized in the following 
E j' ) ! of the | resei 

While ail object of the present invention is to p vide 
which can form a. catalyst for addition polymerization exhibiting a high 

- pita, ve t \x * ror: .1 using a combination "{Ctlh } } 2 7.n + C ( ,F s OH 
+ SiC>C gives a polymerization activity of "290 g/g-soiid catalyst 
c- mp-'-.o " < s 1 -: mrvl /! hour", and 

- Pxamp'.e 2 of the present invention using .« •„• j*>n 4 Bi|CJlO< • 
QFjOH -r SiQ " gives a polymerization activity of "1,500 g/g~solid catalyst 
; , n>r - oaf 45 r.g n mol-7r hour"; 

and therefore, the former polymerization activity is much smaller than the latter 
one,. 

Accordingly, I do not think the present invention is obvious over the cited 
documents (U.S. 2002/01431 24A1 and DE 10164I88A1)." 

According, based on the comparative testing results set forth in the attached declaration 
t v> foJ s s 1 $ ntted that each of the instantly pending claims is t I patentable over 
es 5 record being neither anticipated nor end ed ol io s hereb\ Any 
contentions ft SPTO to uk contrary are espec u \ K reconside d at 

present. 
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ippIwutttH . > - Docket No.: 2185-07Q6P 

After Fitta! Office A.ction jgfjtfip 9, 2006 

CONCLUSION 

out v-l nailers that need to be esoSvec in ihe present 
application, the Examiner is respectfully requested 10 contact John W, Bailey (Reg, No, 32,88!) 
ut the vLel ^ number xm % to conduct an interview in an effort to cxncdiie prosecuvion 
connection, with the present application. 

' \ -n km' rt , -,s , ^ - kaN 1 o <. • ,! ^ <m *. ?! 0 \ eie ! p v. 

><\c payment to Deposit Ac om N - > ; duitiona 

fees required under 37.C.F.R. §§1.16 or 1.14; particularly, extension of time fees. 
Dat ed : Respectfully submi tied, 



By 

RI a\Y Bailey 



it i Ira o no 32 8S 

B i RCH, STE \S AR L KOI .. \ St R. H IRCfi LLP 
81,10 Gaiehonse Road 
Suite 100 East 
P.O. Box 747 

Palis Church, Virginia 22040-0747 
(703) 205-8000 
Attorney for Applicant 



Enclosure: 3? ( FR § 1 132 Declaration of Mr Kazoo Takaoki 
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